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DETAILED ACTION 
Response to Arguments 

1 . In view of the Appellant's Brief filed on April 1 3, 2004, PROSECUTION IS 
HEREBY REOPENED. New grounds of rejections are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or. 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied 
by a supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 
1.131 or 1.132) or other evidence are permitted. See 37 CFR 1.193(b)(2). 

Claim Objections 

2. Claims 1-9 and 19-20 are objected to because of the following informalities: 
Regarding claim 1, line 6. the feature "said at least one converter" should be 

change to -said converter--. 

Claims 2-9 are dependent on the objected base claim 1 and; therefore, inherit the 
deficiencies thereof. 

Regarding claim 19, line 7, the feature "said digital storage medium" should be 
changed to -said one of the CD recorder and the DVD recorder-. 

Claim 20 is dependent on the objected base claim 19 and; therefore, inherit the 
deficiencies thereof. Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of tlie appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-2, 6-8, and 10-13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Lang (U.S. Patent No. 4,963,995). 

Regarding claim 1 , Lang discloses an apparatus (Figs. 1-2) for converting analog 
video data into digital form, the apparatus comprising: 

an analog video cassette player (an audio/video recording unit (AVRU) 1 1 of Fig. 
2, col. 3, lines 38-45) for producing analog video output; 

an analog to digital converter (an analog to digital converter (ADC) 24 of Fig. 2, 
col. 4, lines 17-27 and 48-62) for converting said analog video output into digital data; 

at least one recorder (memory 13 of Fig. 2, col. 6, lines 8-19 and col. 9, lines 1- 
30) employing a digital storage medium for storing said digital data, wherein said 
cassette player, said at least one converter and said storage medium are disposed 
within a single container (Fig. 1); and 

a key frame marker (selecting point where other frames are to be inserted into 
the program disclosed in col. 6, lines 40-48) for inserting at least one marker into the 
digital data. 
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Regarding claim 2, Lang also discloses the claimed a video port (video line or 
camera Input line 15 and TV RF tuner 16 of Fig. 2, col. 3, lines 28-37) for receiving 
analog video information from an external source. 

Regarding claim 6, Lang discloses the claimed wherein the digital storage 
medium is selectable by the user (col. 6, lines 8-14). 

Regarding claim 7, Lang further discloses the claimed wherein the key frame 
marker marks abrupt changes in video image sequences, thereby enabling a user to 
readily locate a beginning and an end of a particular video sequence (rearrange the 
scenes In a movie disclosed in col. 6, lines 23-29). 

Regarding claim 8, Lang discloses the claimed wherein the key frame marker 
marks positions in a sequence of said digital data at selectable time intervals (rearrange 
the scenes in a movie disclosed in col. 6, lines 23-29 and selecting point where other 
frames are to be Inserted into the program disclosed in col. 6, lines 40-48). 

Regarding claim 10, Lang discloses a method (Fig. 1 ) for preserving analog 
video data In digital form, the method comprising the steps of: 

producing analog video output from an analog video tape (an audio/video 
recording unit (AVRU) 1 1 of Fig. 2, col. 3, lines 38-45); 

converting said analog video output into digital video data (an analog to digital 
converter (ADC) 24 of Fig. 2, col. 4, lines 17-27 and 48-62); 

storing said digital video data in a non-volatile digital storage medium thereby 
protecting said data against degradation overtime (memory 13 of Fig. 2, col. 6, lines 8- 
19 and col. 9, lines 1-30); and 
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providing a single container to perform the steps of producing, converting, and 
storing (Fig. 1). 

Regarding claim 1 1 , Lang discloses the claimed step of deterring a required 
digital storage format prior to said step of converting based upon detection of a format 
of an inserted storage medium (col. 6, lines 8-14). 

Regarding claim 12, Lang discloses the claimed inserting at least one marker in 
said digital video data to identify abrupt changes in video scenery, thereby enabling a 
user to readily identify particular video sequences during playing of said digital video 
data (rearrange the scenes in a movie disclosed in col. 6, lines 23-29 and selecting 
point where other frames are to be inserted into the program disclosed in col. 6, lines 
40-48). 

Regarding claim 13, Lang discloses the claimed inserting at least one marker in 
said digital video data at selectable time intervals, thereby enabling a user to readily 
move to selected chronological points in a video sequence during playing of said digital 
video data (rearrange the scenes in a movie disclosed in col. 6, lines 23-29 and 
selecting point where other frames are to be inserted into the program disclosed in col. 
6, lines 40-48). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

6. Claims 3-5. 9, and 14-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lang (U.S. Patent No. 4,963,995). 

Regarding claim 3, Lang discloses all the claimed limitations as discussed in 
claim 1 above except for providing wherein the video cassette player employs a VHS 
format. 

Lang also discloses from col. 3, line 38 to col. 4, line 16 that the audio/video 
recording unit 1 1 may be a video cassette recorder similar to a conventional VCR in 
which the storage media 23 is a magnetic tape and AVRU 1 1 may operate with other 
types of storage media including but not limited to other magnetic tape formats, CD- 
ROM, WORM, and an erasable optical discs. 

It is noted that video cassette player employs VHS format is old and well known 
in the art and; therefore, Official Notice is taken. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the well-known VHS cassette tape into Lang's system since it 



Application/Control Number: 09/368,792 Page 7 

Art Unit: 2615 

merely amounts to selecting an alternative equivalent recording device because Lang 
teaches that different recording devices can be used. 

Regarding claim 4, Lang discloses all the claimed limitations as discussed in 
claim 1 above except for providing wherein the digital storage medium is one of a CD-R 
or a CD-RW, 

Lang also discloses in col. 6, lines 8-19 that different types of memory 
technologies are adaptable for use in memory 13 such as DRAM, SRAM, CMOS, and 
optical disc memories. 

It is noted that CD-R or CD-RW is old and well known in the art and; therefore. 
Official Notice is taken. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the well-known CD-R or CD-RW into Lang's system since it 
merely amounts to selecting an alternative equivalent recording device because Lang 
teaches that different recording devices can be used. 

Regarding claim 5, Lang discloses all the claimed limitations as discussed in 
claim 1 above except for providing wherein the digital storage medium is a recordable 
DVD. 

Lang also discloses in col. 6, lines 8-19 that different types of memory 
technologies are adaptable for use in memory 13 such as DRAM, SRAM, CMOS, and 
optical disc memories. 

It is noted that DVD is old and well known in the art and; therefore, Official Notice 
is taken. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the well-known DVD player into Lang's system since it merely 
amounts to selecting an alternative equivalent recording device because Lang teaches 
that different recording devices can be used. 

Regarding claim 9, Lang discloses all the claimed limitations as discussed in 
claim 1 above except for providing wherein the video cassette player employs the 8 mm 
format. 

Lang also discloses from col. 3, line 38 to col. 4, line 16 that the audio/video 
recording unit 1 1 may be a video cassette recorder similar to a conventional VCR in 
which the storage media 23 is a magnetic tape and AVRU 1 1 may operate with other 
types of storage media including but not limited to other magnetic tape formats, CD- 
ROM, WORM, and an erasable optical discs. 

It is noted that video cassette player employs 8 mm format is old and well known 
in the art and; therefore. Official Notice is taken. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the well-known 8 mm cassette tape into Lang's system since it 
merely amounts to selecting an alternative equivalent recording device because Lang 
teaches that different recording devices can be used. 

Regarding claim 14, Lang discloses all the claimed limitations as discussed in 
claim 10 above except for providing wherein the digital storage medium is one of a CD- 
R or a CD-RW. 
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Lang also discloses in col. 6, lines 8-19 that different types of memory 
technologies are adaptable for use in memory 13 such as DRAM, SRAM. CMOS, and 
optical disc memories. 

It is noted that CD-R or CD-RW is old and well known in the art and; therefore, 
Official Notice is taken. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the well-known CD-R or CD-RW into Lang's system since it 
merely amounts to selecting an alternative equivalent recording device because Lang 
teaches that different recording devices can be used. 

Regarding claim 15. Lang discloses all the claimed limitations as discussed in 
claim 10 above except for providing wherein the digital storage medium is a recordable 
DVD. 

Lang also discloses in col. 6, lines 8-19 that different types of memory 
technologies are adaptable for use in memory 13 such as DRAM. SRAM, CMOS, and 
optical disc memories. 

It is noted that DVD is old and well known in the art and; therefore. Official Notice 
is taken. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the well-known DVD player into Lang's system since it merely 
amounts to selecting an alternative equivalent recording device because Lang teaches 
that different recording devices can be used. 
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Regarding claim 16, Lang discloses all the claimed limitations as discussed in 
claim 10 above except for providing wherein the digital storage medium is digital tape. 

Lang also discloses in col. 6, lines 8-19 that different types of memory 
technologies are adaptable for use in memory 13 such as DRAM, SRAM. CMOS, and 
optical disc memories. 

It is noted that digital tape recorder is old and well known in the art and; 
therefore, Official Notice is taken. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the well-known digital tape recorder into Lang*s system since it 
merely amounts to selecting an alternative equivalent recording device because Lang 
teaches that different recording devices can be used. 

Regarding claim 17, Lang discloses all the claimed limitations as discussed in 
claim 10 above except for providing wherein the video cassette player employs a VHS 
format. 

Lang also discloses from col. 3, line 38 to col. 4, line 16 that the audio/video 
recording unit 1 1 may be a video cassette recorder similar to a conventional VCR in 
which the storage media 23 is a magnetic tape and AVRU 1 1 may operate with other 
types of storage media including but not limited to other magnetic tape formats. CD- 
ROM, WORM, and an erasable optical discs. 

It is noted that video cassette player employs VHS fonnat is old and well known 
in the art and; therefore, Official Notice is taken. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the well-known VHS cassette tape into Lang's system since it 
merely amounts to selecting an alternative equivalent recording device because Lang 
teaches that different recording devices can be used. 

Regarding claim 18, Lang discloses all the claimed limitations as discussed in 
claim 10 above except for providing wherein the video cassette player employs the 8 
mm format. 

Lang also discloses from col. 3, line 38 to col. 4, line 16 that the audio/video 
recording unit 1 1 may be a video cassette recorder similar to a conventional VCR in 
which the storage media 23 is a magnetic tape and AVRU 1 1 may operate with other 
types of storage media including but not limited to other magnetic tape fomnats, CD- 
ROM, WORM, and an erasable optical discs. 

It is noted that video cassette player employs 8 mm format is old and well known 
in the art and; therefore, Official Notice is taken. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the well-known 8 mm cassette tape into Lang's system since it 
merely amounts to selecting an alternative equivalent recording device because Lang 
teaches that different recording devices can be used. 

Regarding claim 19, Lang discloses an apparatus (Figs. 1-2) for preserving 
analog video data in digital form, the apparatus comprising: 

a video cassette player (an audio/video recording unit (AVRU) 1 1 of Fig. 2, col. 3, 
lines 38-45) for producing analog video output; 
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an analog to digital converter (an analog to digital converter (ADC) 24 of Fig. 2, 
col. 4, lines 17-27 and 48-62) for converting said analog video output into digital data 
thereby protecting said data against degradation of overtime; and; 

at least one recorder (memory 13 of Fig. 2, col. 6, lines 8-19 and col. 9, lines 1- 
30) for storing said digital data, wherein said cassette player, said analog to digital 
converter, and said at least one recorder are disposed within a single container (Fig. 1 ). 
However. Lang does not specifically disclose that the at least one recorder is one of a 
CD recorder and a DVD recorder. 

Lang also discloses in col. 6, lines 8-19 that different types of memory 
technologies are adaptable for use in memory 13 such as DRAM, SRAM, CMOS, and 
optical disc memories. 

It is noted that CD recorder or DVD recorder is old and well known in the art and; 
therefore, Official Notice is taken. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the well-known CD recorder or DVD recorder into Lang's 
system since it merely amounts to selecting an alternative equivalent recording device 
because Lang teaches that different recording devices can be used. 

Regarding claim 20. Lang also discloses the claimed a key frame marker 
(rearrange the scenes in a movie disclosed in col. 6, lines 23-29 and selecting point 
where other frames are to be inserted into the program disclosed in col. 6. lines 40-48) 
for inserting index markers in said digital data marking abmpt changes in video image 
sequences, and alternatively, at selectable time intervals. 



• 
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7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thai Iran whose telephone number is (703) 305-4725. 
The examiner can normally be reached on Mon. to Friday, 8:00 AM to 5:30 PM. 

The fax phone number for the organization where this application or proceeding 
is assigned Is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomnatlon for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Infomiatlon about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-9197 (toll-free). 
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